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Do You Own Your Website?

he Internet has expanded as a business and
marketing tool at a rate few anticipated, and
scores of lawyers and company managers
have hired designers to construct websites
and independent programmers to help
develop software and write source code for

their businesses.

Under prevailing copyright law, specifically the
“work for hire” doctrine, if an employee writes a software
program or designs a Web page in the course of employ-
ment, the employer owns the copyright. By contrast, an
independent contractor or consultant who develops
software or a Web design and then licenses it generally
owns the copyright.

In today’s world of downsizing and outsourcing, how-
ever, functions such as Web design and computer program

development are increasingly conducted by teams of

workers, blurting the traditional lines between employee
and independent consultant. And although more than a
quarter century has passed since the Copyright Law Revi-
sion Act of 1976 was implemented, confusion remains
over basic ownership rights—particularly when several
contributors fashion a linal work product.

In almost all cases, a well-drafted copyright assign-
ment clause in a consulting agreement can prevent
costly ownership battles. Unfortunately, most hiring
firms fail to include such clauses in their written con-

tracts with independent designers or programmers—ifl

they even have a written contract.

WORKS FOF h
The Copyright Revision Act protects “original works of
authorship” that are “[i
expression,” including Web content, design, and com-
puter programs. (17 U.S.C. § 101.) The copyright of a
work tnitially vests in the author. (17 U.S.C. § 201(0))
Therefore, when questions arise, the first step Loward
resolving them is 1o determine the original author of a

website or program.

A hiring firm that does not contribute any significant
copyrightable work of authorship to the site or program
is not deemed its original author, and the copyright will

o

s
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generally not vest in its favor, However, the firm can
“become” the author and acquire the copyright under
the work-for-hire doctrine. Section 201(h) of the Copy-
right Revision Act provides: “In the case of a work made

i

[or hire, the employer or other person for whom the
work was prepared is considered the author” and
“unless the parties have expressly agreed otherwise in a
written instrument signed by them, owns all of the rights
comprised in the copyright.”

Section 101 of the statute distinguishes between two
dilferent types of worls that may hecome works [or hire.
First, a work for hire is “a work prepared by an employee
within the scope of his or her employment.” Unlortu-
nately, the law does not deline “employee” or “scope of

ixed in any tangible medium of

employment.” The second
type is limited to works that
are created by nonemploy-
ees that are specially ordered

or commissioned.

B3 S v &
In Community for Creative
Non-Violence (CCNV) v. Reid
(490 U.S. 730 (1989)), a
nonprolit organization com-
missioned an independent
artist to produce a sculp-
ture—with no employment
contract. The nonprolit ar-
gued that it owned the
sculpture because it was a
work made for hire, and
that the artist had no right
to keep the work when it
was returned to him for
routine repairs.
The U.S.
Court disagreed. It vejected
the established legal theory

Supreme

that when the hiring party
instigates the creation ol a
work and pays for it—the
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“instance

expense test”—an
employer/employee relationship is cre-
ated for work-for-hire purposes. Instead,
the Court set out a list of factors, based
on agency and contract law, to be con-
sidered in determining employee status:
the right of the hiring party to control
the manner and means by which the
the skill required; the
source of instrumentalities and tools;

work is created;

;
the location of the work; the duration of
the relationship between the parties;
whether the hiring party has the right to
assign additional projects to the hired
party; the extent of the hired partys
discretion over when and how long to
work; the method ol payment; the hired
party’s role in hiring and paying assis-
tants; whether the work is part of the
regular business ol the hiring party;
whether the hiring party is in business;
the provision of employee benefits; and
the tax treatment of the hiring party.

FRBATN MPLOVEE STATUS

It was generally presumed that the
Ninth Circuit, which governs Calilornia,
would lollow CCNV as the guiding case
for determining worker status. However,

the work-lor-hire doctrine was recently
questioned in Twentieth Century Fox Film
Corporation v. Entertainment Distributing
(429 E3d 869 (2005)).

The case stemmed from a dispute
the ownership righlg to Dwight
World War
Fisenhower had declined previous offers
to publish his memoirs, reasoning that
others had already written about the
However, he also believed that
many of those accounts were inaccurate.,
So in the late 1940s Doubleday, a book
publisher, convinced the former Allied

over

Fisenhowers Memoirs.

war.

commander that he was in a unique
position to set the record straight.
Doubleday sold Fox the exclusive tel-
evision rights to Eiserthowers book, Cru-
sade in Furope, agreeing to register the
copyright and granting Fox the right to
use portions of the text to narrate any fitm
version of the book. The book and the
film came out simultaneously, in 1949.
Many years later,
the right to distribute the film on home

Fox sublicensed
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judgment in favor of

video. Then, in 1995, Entertainment
Distributing (Dastar) created a video
documentary, ("ampaigns‘ in Europe. Fox
sued Dastar for copyright infringement,
alleging that its film infringed on Cru-

sade in Furope by using large sections of

Eisenhower’s book as the video narra-
tion without permission; Dastar cross-
claimed against Fox.

The district court granted summary
Fox on the
grounds that the book was a work for
and as such, the publisher had
exclusive rights to the original copyright
and subsequent renewals. Dastar, rely-
ing heavily on the Supreme Court’s
decision in CCNV, appealed and argued
that the work belonged to Eisenhower’s
{ had

hire,

estate, since Eisenhower himsel

controlled the work product.

The Ninth Circuit upheld the lower
cowts decision, citing the instance-and-
expense test, which many practitioners
assumed had died under CCNV. The
court emphasized that
his memoirs only after being persuaded
by the publisher to do so. In addition,
the pubhsh(‘l paid a significant sum to
the author, covered his writing-related
“significant
degree” of supervision over the writing,

Fisenhower wrote

expenses, and exercised a

The court was carelul to note that
the 1909
Copyright Act, which supported the

the case was decided under

traditional instance-and-expense test,
rather than the 1976 Revision Act cited
by CCNV. If the court had stopped
there, all could assume that, consistent
with CCNV, the instance-and-expense
test was no longer the law after 1976,
linth Circuit then traced
a long line of cases upholding the old

However, the N

concept that copyrights are owned by
the person at whose instance and
expense the work is done and specili-
cally noted that two post-CCNV cases
reallitmed the principle.
Reading the two cases together, it
would now seem unwise to rely exclu-
sively on the CCNV [lactors in deter-
mining copyright ownership
the pre-1976 instance-and-expense test
should be included as part of an over-

rather,

all analysis.

Once the “author” is determined to
be an “employee” for copyright pur-
poses, the next question becomes
whether the work was created “within
the course and scope” of employment.
Today, in view of CCNV, courts generally
apply a common law agency theory to
answer that question. And in most
cases, if the consultant is deemed to be
an employee, his or her work will also
be held to fall within the course and
scope of employment.

Section Revision

lOl ol the Copyright
Act specifies which works created by

nonemployees can be treated as works
for hire, rendering the hiting party the
author. specially
ordered or commissioned and are lim-

These works must be
ited to those works used as: a contribu-
tion to a collective work; part of a motion
picture or other audiovisual work; a
translation; a supplementary work; a
compilation; an instructional text; a test;
answer material for a test; or an atlas.

To satisly this part of the statute,
both parties must sign a written state-
ment specifying that the work shall be
a work for hire, and the work must also
be within the nine enumerated cate-
gories. Soltware and Web content are
not included in these categories, so they
do not appear to qualily as commis-
sioned works until a court or Congress
indicates otherwise.

Section 101 defines a “joint work” as “a
work prepared by two or more authors
with the intention that their contri-
butions be merged into inseparable
or interdependent parts of a unitary
Under section 201, each author
ided interest in the whole
and the joint contributions must create
a “unitary whole” with
interdependent parts.” A classic example
is music and lyrics by joint authors.
Thus, if an outside consultant and
a regular employee of a business

whole.”
has an undiv

“inseparable or

together write a soltware program and
they both intend that their
tions be merged into inseparable or

contribu-
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interdependent parts of a whole, they
are joint authors—entitled to equal
undivided interests in the whole work,
much as tenants in common hold real
estate. Each would have the right to use
or license the work, subject only to the
obligation to account for and share any
prolits with the other joint owner. Nei-
ther may destroy the work or diminish
its value, and neither can be held liable
for copyright infringement to the other
owner. Although this rule may appear
simple to grasp in theory, in practice
courts have interpreted it inconsistently.

Unlike several other
Ninth Circuit has specified that each
joint author must make a separate, inde-
pendently copyrightable contribution.
(Ashton-Tate Corp. v. Ross, 916 E2d 516
(Oth Cir. 1990).) 1
great hurdle to overcome, because

courts, the

“his creates a

frequentdy the entity commission-
ins; the work has not itsell created
“copyrightable subject matter.” Fur-
thermore, the statute requires that
to qualify as a joint work, the par-
ties must enter into the arrange-
“with the intention that their
contributions be merged into
inseparable or interdependent
This has

ment

parts of a unitary whole.”
resulted in a huge debat
whether evidence of intent must be sub-
jective or objective and whether the par-

€ over

ties must intend to be ]oint OWNErs or
only intend to jointly create
work without regard to their legal status.

ty supplied

In /\sl hton-"
a list of common unnput( user

com-
mancs, and the programmer supplied the
source code. The court ruled that though
source or object code is copyrightable (a
noncontroversial l)ogiliun)

any lesser
questionable
Because the court lound no

contribution is not (4 very ¢
position). |
copyrightable contribution in the user
commands the hiring party contributed,
it was found not to be a joint author.
In Whelan Associates, Inc.
Dental Laboratory, Inc. (609
1307 (1985)), a dental lahoratory owner
oftware for his business,

v Jaslow
Supp.

commissioned s
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a piece of

dictating the functions it must perform.
As the hiring party, he even helped design
the language and format for some of the
visual screens—not unlike contributing
piclm'cs and text to be used in a Web
page. The Whelan court found the hiring
partys contribution too insignificant to
constitute joint authorship. Notably, the
only expression incorporated into the
final product was the wording and abbre-
viations contained on some screens,

OR OBJECTIVE INTE
The ¢ ,op)llgh t Revision Act ¢ 1lsot\pxusl>
requires that for a piece of work to be
considered joint,
pare it “with the intention that their con-

the parties must pre-

tributions be merged into inseparable or
interdependent parts ol a unitary whole.”

A seminal case regarding the criteria
needed for joint authorship is Childress
v Taylor (9 45 F 2 500 (1991). In Chil-
dress the hiring party came up with the
idea for a play; he also performed some
of the bhasic research on a historical fig-
ure, suggested a few general ideas for
scenes, and developed some manner-
isms ol the character that could be
included. Except for these limited
contributions, the hired party was the
author of the play.

In determining whether there was
joint authorship,
apply the traditional formula that a joint
work is “a jomt laboring in furtherance
Instead, it

the court refused to

ol a common design.” focused
on whether the putative joint authors
regarded themselves as joint authors. The
court reasoned that it was not so impor-
tant that they both intend the legal con-

sequences of joint ownership; rather,

A well-drafted copy-
right assignment clause in
a consulting agreement

usually can prevent costly
ownership battles.

what was critical was the mutual intent
to be joint authors, even if the authors
were unaware that this would give them
the legal status of co-owners.

Under the Childress subjective
intent test, a website designer would
probably not be a joint author, as nor-
mally those involved enter such rela-
tionships without a specific joint design

or intent to be coauthors.

Although lhv Nmth Cireuit has nol
specifically rejected Childress, the hold-
ngs Llpl)ll((lll()ﬂ is suspect. In S‘y‘ stems
XIX, Inc. v, Parker GO E Supp. 2d 1
(1998)), the district court denied sum-
mary judgment to a performer and
record company that had been sued by
a recording studio for copyright
infringement. The court, citing 17
U.S.C. section 101, acknowl-
edged that for a joint work to
authors must
ha\'c intended to merge their con-

exist, the putative

tributions into a unitary whole.
However, the court rejected the
defendants’ argument under Chil-
diess that the parties” intent turns
on their subjective expectations.
Rather, the court in Systems
XIX held that courts should scruti-
nize the subjective intent of the parties
under the Childress test only when the
copyright claimant does not occupy
traditional authoyship role as contem-
plated by Congress in the statute.

To mmgalc pol(‘ntml losses over owner-
ship issues, it would be proper for a hir-
ing party to hand over the content to be
mcluded in a website to a designer; have
the hypertext program developed; and,
il a falling out subsequently occurs with
the first hired party, hand that content
to a sccond hired programmer to inde-
pendently develop another website. As
long as the second hired party does not
copy the work created by the first, there
would be no copyright infringement. In
such cases, it is essental to document
that the product ol the second work
was created independently, [
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Do You Own Your Website?

1. Inthe seminal case of Childress v. Taylor, the court held that joint own-
ership is best determined by objective criteria—especially whether
others are likely to perceive the parties as joint owners of the work.

[1True [[} False

2. Under section 201(b) of the 1976 Copyright Revision Act, the
employer or other person for whom a work for hire is prepared is
considered the author.

1True ] False

. Section 101 of the Copyright Revision Act states that a work for hire
is “a work prepared by a salaried employee within the scope of his
or her employment.”

C1True

[+

[ False

4, Under section 101 of the Act, works that may become works for
hire are those created by nonemployees that are specially ordered
or commissioned.

3True [1False

jo4

. “Software” is a type of work that falls under the statutory category
of specially ordered or commissioned works that may qualify as
works for hire.

1 True

8. In Community for Creative Non-Violence (CCNV) v. Reid, the U.S.

Supreme Court reaffirmed the “instance and expense test” for
determining whether a work qualifies as a work for hire,

1 True [1False

I False

7. In CONV, among the factors the U.S. Supreme Court examined to
determine work-for-hire status are whether the hiring party has the
right to assign additional projects to the hired party, the extent of the
hired party’s discretion over when and how long to work, the method
of payment, and the hired party’s role in hiring and paying assistants.

Hrue [iFalse

8. In Twentieth Century Fox Film Corporation v. Entertainment
Distributing, the Ninth Circuit reaffirmed that the instance-and-
expense test applies for works created prior to the 1976 Act.

1 True U False

9. In Twentieth Century Fox Film Corporation v. Entertainment
Distributing, the Ninth Circuit held that the instance-and-expense
test may not be applied to cases decided after CCNV or after
enactment of the 1976 Copyright Revision Act.

i True [[1False

14. The Copyright Revision Act defines a “joint work” as “a work prepared
by two or more authors with the intention that their contributions be
merged into inseparable or interdependent parts of a unitary whole.”

1 True [1False
11. The current copyright statute requires that the contributions of

a joint work must create a “unitary whole” with “separate but
interrelated parts.”

CiTrue {iFalse

12. The Ninth Circuit has specified that for joint authorship, each joint
author’s contribution must constitute separate, independently
copyrightable parts for joint authorship status to arise.

TiTrue [1False
13, The district court in Systems XIX, Inc. v. Parker ruled that for a

joint work to exist, the putative authors must have intended to
merge their contributions into a unitary whole.

1 True “IFalse
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14. Under the Childress test focusing on intent, a website designer

would probably not be a joint author.
(1 True I False

15. A firm that hires a consultant to create software it intends to

license to third parties need not enter a written contract with that
worker assigning copyright interests to the firm, so long as the firm
pays the consultant a reasonable fee.

irue [l False

16. A hiring firm that does not contribute any significant copyrightable

work of authorship to the site or program is not deemed its original
author, and the copyright will generally not vest in its favor.

[ True "} False

17. In Ashton-Tate Corp. v. Ross, the court specifically held that an

individual or firm must contribute more than mere source code to
qualify as a “copyrightable” contributor.

1 True ("1 False

18. The ruling in Whelan Associates, Inc. v. Jaslow Dental Laboratory,

Inc. pointed up the need for a party’s contribution to be “signifi-
cant” to constitute joint authorship.

[T True "} False

19, After a putative author is determined to be an “employee” for

copyright purposes, the next inquiry should be whether the work
was created “within the course and scope” of employment.

{1 True (I False
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